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The fourth edition of the WTR Trademark Prosecution Review takes a wide-ranging view of 
best strategies for securing trademarks in the key regions of the Americas, the Asia-PaciEc, 
and puroMe, the lidd.e past and AfricaL The review combines on-the-ground know.edge and 
ana.ytic insight to offer an unMara..e.ed deeM dive into the Mrosecution .andscaMe in sMeciEc 
key marketsL

Generated: September 17, 2026
The information contained in this reMort is indicative on.yL Baw Rusiness (esearch is not resMonsib.e 
for any actions )or .ack thereofC taken as a resu.t of re.ying on or in any way using information contained 
in this reMort and in no event sha.. be .iab.e for any damages resu.ting from re.iance on or use of this 
informationL 6oMyright 200x - 202x Baw Rusiness (esearch
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NM SUxxARz

After siV years of anticiMation, the (egu.ations to leVicoYs &edera. Baw for the Protection of 
Sndustria. ProMerty have Ena..y been Mub.ishedL The (egu.ations entered into force on 22 •u.y 
202x, making this a good time to revisit some of the most signiEcant deve.oMments affecting 
trademark Mractice in leVicoL

The new (egu.ations Mrovide much-needed c.arity by trans.ating the broad .ega. MrinciM.es 
into concrete Mrocedura. ru.es that wi.. shaMe how trademark rights are obtained, managed, 
enforced and defended before the leVican Snstitute of Sndustria. ProMerty )SlPSCL

This  artic.e  high.ights  severa.  of  the  most  re.evant  changes  to  trademark  owners 
and  Mractitioners,  inc.uding  the  forma.  recognition  of  coeVistence  agreements,  the 
introduction of conci.iation mechanisms within infringement Mroceedings, the acceMtance of 
e.ectronic signatures and the new framework governing non-traditiona. marks and ac%uired 
distinctivenessL St a.so discusses the transitiona. Mrovisions that wi.. determine how the new 
ru.es aMM.y to Mending matters and ongoing MroceedingsL

YNSCUSSNOM PONMTS

” Pub.ication and entry into force of the (egu.ations to the &edera. Baw for the 
Protection of Sndustria. ProMerty

” zey deve.oMments affecting trademark Mractice

” Practica. considerations

” 6onc.usion

RH5HRHMCHS NM TDNS ARTNCJH

” (egu.ations to the &edera. Baw for the Protection of Sndustria. ProMerty )(&BPSPC

” &edera. Baw for the Protection of Sndustria. ProMerty )&BPSPC

PUKJNCATNOM AMY HMTRz NMTO 5ORCH

The (egu.ations to leVicoYs &edera. Baw for the Protection of Sndustria. ProMerty were 
Mub.ished in the &edera. IFcia. _aZette on 25 AMri. 202x and entered into force on 22 •u.y 
202xL As of that date, the Mrevious (egu.ations to the Sndustria. ProMerty Baw, which had 
been in force since J;;G, were reMea.ed and ceased to aMM.yL

A.though leVicoYs industria. MroMerty framework was substantia..y reformed with the 
enactment of the &edera. Baw for the Protection of Sndustria. ProMerty in 2020, Mractitioners 
have sMent the .ast siV years navigating many Mrocedura. issues without a dedicated 
regu.atory frameworkL Sn Mractice, this often re%uired re.iance on Mrovisions designed for the 
former .aw, SlPS criteria and administrative MracticeL The new (egu.ations Ena..y Mrovide the 
c.arity and Mrocedura. guidance needed to a.ign day-to-day Mractice with the current .ega. 
frameworkL
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If the many Mrocedura. ru.es introduced by the (egu.ations, four stand out for their direct 
bearing on trademark Mractice3

” regu.ation of eVMress consents to coeVistence×

” introduction of conci.iation as an a.ternative disMute reso.ution mechanism within 
infringement Mroceedings×

” forma. recognition of e.ectronic signatures×

” new framework for non-traditiona. marks and ac%uired distinctiveness×

” Sndigenous and Afro-leVican cu.tura. heritage× and

” disso.ution of .inked trademarksL

ytSuB” ernfNofhdWmtssfDrnstn sfxrfDrtdes tnit

Ine of the most signiEcant changes introduced by the (egu.ations is the forma. recognition 
of .etters of consent, which are now eVMress.y governed by artic.es 55 to ;JL A.though 
consent agreements have .ong been used in leVican Mractice as a va.uab.e too. for 
overcoming trademark con$icts, they Mrevious.y .acked a c.ear .ega. frameworkL

Hnder the new ru.es, SlPS may acceMt the eVMress written consent of the owner of an ear.ier 
aMM.ication or registration a..owing the coeVistence of a .ater trademark or s.ogan mark, even 
where a .ike.ihood of con$ict may eVistL

To ensure that coeVistence wi.. not .ead to consumer confusion, consent agreements 
may inc.ude sMeciEc measures aimed at distinguishing the MartiesY resMective rights 
and commercia. activitiesL The (egu.ations estab.ish minimum re%uirements for these 
agreements, inc.uding )JC the identiEcation of the trademarks invo.ved, )2C the goods or 
services covered by each mark and any .imitations or eVc.usions, )4C the re.evant market 
sectors or consumer grouMs and )GC any additiona. Mrovisions designed to Mrevent confusion 
or mistaken associationL

A .etter of consent )Bo6C and§or coeVistence agreement may be submitted either at the time 
of E.ing or in resMonse to an oFce action citing a Mrior right as an obstac.e to registrationL 
SmMortant.y, once acceMted, the va.idity of the consent may on.y be cha..enged through 
+udicia. Mroceedings, Mroviding a greater degree of certainty to the MartiesL

These Mrovisions bring leVico c.oser to other +urisdictions, such as the Hnited Utates, where 
Bo6s are wide.y recognised and fre%uent.y usedL Kowever, un.ike HU Mractice, the leVican 
framework estab.ishes sMeciEc content re%uirements that must be satisEed for the consent 
to be effective before SlPSL As a resu.t, Marties shou.d ensure that consent agreements are 
drafted with these statutory re%uirements in mind rather than re.ying on temM.ates deve.oMed 
and drafted for other +urisdictionsL

The Mractica. beneEt of the new framework is greater Mredictabi.ityL AMM.icants and trademark 
owners now have c.earer guidance regarding the information that shou.d be inc.uded in 
a consent agreement, which shou.d faci.itate Mrosecution, reduce ob+ections from SlPS 
and increase the .ike.ihood that coeVistence arrangements wi.. be acceMted without further 
re%uirementsL

In mrEui ern fNo fDrnieBe” ern fqs fqn fqB tmn” egt flesWu t fytsrBu ern fktip”nesafAe penf
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Another re.evant deve.oMment is the introduction of a forma. conci.iation mechanism within 
infringement Mroceedings before SlPSL Hnder the new (egu.ations, SlPS may encourage the 
Marties to eVM.ore a sett.ement at any stage of the Mroceeding before a Ena. decision is 
issued, Mrovided it does not affect third-Marty rights or contravene Mub.ic-order MrovisionsL 
Uett.ement agreements reached through this mechanism may bind the Marties and, once 
ratiEed, ac%uire the effect of res Judicata in the administrative sMhereL

&rom a Mractica. MersMective, this is one of the most signiEcant changes introduced by the 
(egu.ationsL Hnti. now, Marties invo.ved in infringement Mroceedings genera..y had to either 
continue .itigating unti. a Ena. reso.ution was issued or seek to reso.ve the disMute outside 
the administrative MrocessL The new framework creates an a.ternative Math, a..owing Marties 
to reach a .ega..y binding sett.ement without waiting for SlPS to decide the merits of the caseL

This aMMroach brings leVico c.oser to the disMute reso.ution mechanisms avai.ab.e in other 
+urisdictions, inc.uding the Hnited Utates and the puroMean Hnion, where sett.ements and 
negotiated reso.utions M.ay an imMortant ro.e in inte..ectua. MroMerty disMutesL /hi.e the 
leVican mechanism is .imited to ongoing infringement Mroceedings, it offers the advantage 
that a ratiEed sett.ement may carry the .ega. effect of a Ena. and binding administrative 
decisionL

As a resu.t, trademark owners shou.d consider conci.iation as Mart of their enforcement 
strategyL Sn aMMroMriate cases, an ear.y sett.ement may Mrovide a faster, more cost-effective 
and commercia..y tai.ored so.ution than a fu..y contested MroceedingL

That said, the (egu.ations Mrovide that SlPS may Mromote conci.iation, but do not re%uire it 
to do so in every caseL According.y, Marties interested in eVM.oring a negotiated reso.ution 
shou.d be MreMared to raise the Mossibi.ity Mroactive.y when it a.igns with their commercia. 
ob+ectivesL

hdWmtssfytirSne ernfNofhBti mrneifweSn” umts

Artic.e x of the (egu.ations authorises SlPS )through the issuance of administrative 
guide.ines and imM.ementation measuresC to recognise any e.ectronic signature that 
comM.ies with aMM.icab.e .aw, for the MurMoses of the E.ings and Mrocedures governed by 
the &BPSP and the (egu.ationsL This comM.ements, rather than reM.aces, the eVisting ru.es 
on SlPSYs own e.ectronic signature standards referenced in &BPSPL

This is a modernisation measure rather than a substantive change, but it matters in 
MracticeL St gives SlPS the $eVibi.ity to acceMt commercia..y avai.ab.e e.ectronic signature 
M.atforms rather than conEning aMM.icants to a sing.e government-issued signature standard, 
which shou.d simM.ify the E.ing of Mowers of attorney, consents and other documents that 
Mrevious.y re%uired either a leVican advanced e.ectronic signature )eLErmaC or wet-ink 
eVecution with aMosti..e or .ega.isation for foreign-eVecuted documentsL

(ights ho.ders with g.oba. signature work$ows )eg, :ocuUign, Adobe Uign and other simi.ar 
M.atformsC stand to beneEt most, though the Mractica. scoMe wi.. deMend on SlPS‘s sMeciEc 
guide.ines and imM.ementation measures, which had not yet been Mub.ished at the time of 
writing this artic.eL

&or trademark owners, this deve.oMment has the Motentia. to simM.ify routine Mrocesses 
that have historica..y re.ied on documents bearing wet-ink signaturesL The beneEts may be 
Marticu.ar.y signiEcant for mu.tinationa. comManies managing .arge trademark Mortfo.ios 

xe’gEou mokerngsek gnk,syrgal properyd ret,laygons sey nez
Eo,rse for yrakemarc syrayetd pVM.ore on WTR



RETURN TO COMTHMTS  RETURN TO SUxxARz

across mu.tiM.e +urisdictions, where obtaining origina. signed documents can introduce 
avoidab.e de.ays and administrative costsL

The change a.so re$ects a broader internationa. trend )main.y since the covid-J; MandemicCL 
Sn recent years, inte..ectua. MroMerty oFces around the wor.d have increasing.y adoMted 
e.ectronic E.ing systems and digita. authentication mechanisms to faci.itate access to 
administrative MroceduresL Ry forma..y incorMorating e.ectronic signatures into its regu.atory 
framework, leVico moves c.oser to the standards a.ready embraced by severa. .eading 
inte..ectua. MroMerty oFcesL

&rom a Mractica. MersMective, rights ho.ders shou.d c.ose.y monitor any imM.ementing 
guide.ines issued by SlPS to determine which signature M.atforms and authentication 
systems wi.. be acceMtedL Ince those Marameters are c.ariEed, rights ho.ders may wish to 
review their interna. trademark management Mrocesses to identify oMMortunities for greater 
eFciency and reduced document-eVecution timesL

The fu.. imMact of this reform wi.. deMend on how broad.y SlPS chooses to imM.ement the 
new frameworkL qeverthe.ess, the (egu.ations estab.ish an imMortant foundation for a more 
modern, eFcient and digita..y integrated trademark system, one that is better a.igned with 
the needs of both domestic and internationa. rights ho.dersL

vrnT m”Ee ern”Bfk”mOsfqnEfqiGuemtEfles eni egtntss

&or the Erst time, the (egu.ations Mrovide a c.ear framework for reMresenting and describing 
non-traditiona. marks such as sound marks, scent marks, Mosition marks, motion marks, 
mu.timedia marks and combinations of theseL AMM.ications for such non-traditiona. marks 
must inc.ude a c.ear and Mrecise descriMtion, which may be accomManied by materia. or 
e.ectronic suMMort )eg, audio E.es, video E.es or other media, deMending on the tyMe of markCL

The (egu.ations a.so Mrovide new guidance on ac%uired distinctiveness, common.y known 
as Dsecondary meaningWL Artic.es 5x and 57 of the (egu.ations now estab.ish c.ear criteria 
and guidance on the evidence needed to Mrove that a mark that was not origina..y distinctive 
has become distinctive through useL A mark may %ua.ify for Mrotection if the aMM.icant can 
show .ong-term and eVc.usive use of the sign and demonstrate that consumers associate it 
with a Marticu.ar source of goods or servicesL

To demonstrate  ac%uired distinctiveness,  aMM.icants  may submit  evidence such as 
advertising and Mromotiona. materia.s used in leVico during the Mast three years, consumer 
surveys, market studies, evidence of the markYs Mresence in the media and on.ine M.atforms, 
as we.. as any other re.evant suMMorting documentationL SlPS may a.so re%uest additiona. 
evidence if deemed necessaryL

This aMMroach a.igns leVico more c.ose.y with internationa. MracticeL The evidence re%uired 
to Mrove ac%uired distinctiveness is simi.ar to that used in other +urisdictions, inc.uding 
the Hnited Utates and the puroMean Hnion, Marticu.ar.y with resMect to advertising records, 
consumer surveys and market studiesL As a resu.t, comManies that have a.ready comMi.ed 
evidence for trademark E.ings in those +urisdictions may be ab.e to re.y on much of the same 
materia. when seeking Mrotection in leVicoL Ine notab.e feature, however, is the eVM.icit 
recognition of search-engine visibi.ity and on.ine Mresence as re.evant evidence, re$ecting 
SlPSYs focus on consumer recognition in the digita. environmentL

Refore these ru.es were introduced, aMM.icants seeking to register marks with reduced 
inherent distinctiveness, such as Mroduct shaMes, sing.e co.ours or descriMtive terms, had 
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.itt.e guidance on how to Mrove that the mark had become distinctive through useL As a resu.t, 
they often re.ied on evidence and arguments from foreign +urisdictions, with no certainty that 
SlPS wou.d consider them suFcientL

Ry way of eVamM.e, an individua.§comMany seeking Mrotection for a sing.e co.our used 
consistent.y on the Mackaging of its Mroducts may Mrevious.y have re.ied on foreign 
recognition  studies,  foreign  advertising  eVMenditures  and  evidence  of  use  in  other 
+urisdictions, with no assurance that SlPS wou.d consider such materia.s suFcientL Hnder 
the new (egu.ations, the aMM.icant now has c.earer guidance and can focus on comMi.ing 
evidence sMeciEca..y aMM.icab.e to the leVican market, such as .oca. advertising, consumer 
surveys, market studies and Mroof of consumer recognition in leVicoL

Rusinesses seeking to re.y on ac%uired distinctiveness shou.d begin documenting their use 
of the mark in the leVican market, inc.uding .oca. advertising, consumer recognition and 
market Mresence, rather than attemMting to comMi.e evidence on.y after an ob+ection has 
been issuedL

InEeStnrusfqnEfqomrTktdei”nfDuB um”BfJtme ”St

The new (egu.ations a.so introduce a forma. E.ing re%uirement for trademark aMM.ications 
that incorMorate e.ements drawn from Sndigenous or Afro-leVican cu.tura. heritageL 
AMM.icants  seeking  to  register  such signs,  whether  as  trademarks,  trade  names or 
s.ogan marks, must now submit, together with the aMM.ication, the origina. certiEcate of 
authorisation issued by the re.evant communityYs genera. assemb.y, evidencing that the 
community has consented to the commercia. use and eVM.oitation of the cu.tura. e.ement in 
%uestionL

This re%uirement oMerationa.ises, at the regu.atory .eve., the broader Mrotective framework 
estab.ished under the &edera. Baw for the Protection of the 6u.tura. Keritage of Sndigenous 
and Afro-leVican PeoM.es and 6ommunities, which treats such heritage as co..ective 
MroMerty be.onging to the community rather than to any individua.L Sn Mractica. terms, 
SlPS eVaminers wi.. be eVMected to ana.yse incoming aMM.ications for Motentia..y Mrotected 
cu.tura. content )eg, names, symbo.s, Matterns, teVti.es or other traditiona. eVMressionsC 
and to re%uest the corresMonding assemb.y authorisation before the aMM.ication can 
MroceedL AMM.icants oMerating in sectors where traditiona. designs, motifs or denominations 
are commercia..y signiEcant )teVti.es, handicrafts, gastronomy, cosmetics and simi.ar 
industriesC shou.d anticiMate additiona. due di.igence and .ead time to secure the re%uisite 
community consent before E.ingL

&or trademark owners and SP Mractitioners, this deve.oMment signa.s a broader shift towards 
free, Mrior and informed consent as a Mrecondition for the commercia. aMMroMriation 
of  co..ective  cu.tura.  assets,  and  it  a.igns  leVicoYs  industria.  MroMerty  framework 
with internationa. instruments on the Mrotection of traditiona. know.edge and cu.tura. 
eVMressionsL

lessrBu ernfNof?enOtEfxm”Eta”mOs

The (egu.ations a.so sets out, in detai. for the Erst time, the forma. re%uirements aMM.icab.e 
to re%uests for the disso.ution of .inked trademarksL Hnder the new ru.es, a re%uest to 
disso.ve the .ink between two or more trademarks must3

” be E.ed by the trademark owner itse.f and third Marties may not re%uest disso.ution 
on the ownerYs beha.f×
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” c.ear.y identify each of the trademark registrations, or Mending aMM.ications, invo.ved 
in the .ink to be disso.ved× and

” eVMress.y state the ownerYs intent and wi.. to disso.ve the eVisting .inkL

Ry eVMress.y regu.ating these forma. re%uirements, the (egu.ations are eVMected to simM.ify 
what has Mrevious.y been a Mrocedura..y ambiguous Mrocess before SlPS, giving trademark 
Mortfo.io managers and registrants greater certainty as to the documentation and content 
needed to successfu..y un.ink registrations, which is a steM that is often necessary when 
a business restructures its trademark architecture, divests a Mroduct .ine or otherwise no 
.onger wishes to maintain the .inkage between re.ated marksL

PRACTNCAJ COMSNYHRATNOMS: TRAMSNTNOM TO TDH MHW RUJHS

Ine of the most imMortant asMects of the new (egu.ations is the transitiona. regime, as it 
determines which Mrocedura. ru.es wi.. aMM.y during the transition to the new frameworkL

_enera..y, Mroceedings and aMM.ications a.ready Mending when the (egu.ations entered into 
force on 22 •u.y 202x wi.. continue to be governed by the ru.es that were in effect when 
they were E.edL Sn other words, the new Mrocedura. Mrovisions do not aMM.y retroactive.yL As 
a resu.t, matters initiated before the effective date wi.. genera..y continue to be Mrocessed 
under the Mrior regu.atory framework unti. they are conc.udedL

An imMortant eVceMtion re.ates to the new.y introduced conci.iation mechanismL pven 
where a matter remains sub+ect to the former Mrocedura. ru.es, Marties invo.ved in Mending 
infringement Mroceedings may beneEt from the new a.ternative disMute reso.ution Mrovisions 
once the (egu.ations become effectiveL Bikewise, disMute reso.ution mechanisms avai.ab.e 
before the &edera. 6ourt of Administrative •ustice )&6AAC may be invoked in accordance 
with the aMM.icab.e ru.es once the new (egu.ations enter into forceL

&rom a Mractica. standMoint, this creates a va.uab.e oMMortunity for Marties current.y invo.ved 
in infringement MroceedingsL 6ases a.ready Mending before SlPS may be suitab.e candidates 
for conci.iation without re%uiring the Mroceedings to be reE.ed or restarted under the new 
frameworkL According.y, trademark owners and Mractitioners shou.d review active matters 
to identify disMutes that cou.d beneEt from an ear.y negotiated reso.utionL

COMCJUSNOM

The entry into force of the (egu.ations on 22 •u.y 202x constitutes one of the most 
signiEcant deve.oMments in leVican trademark Mractice in the Mast few yearsL Ry Mroviding 
.ong-awaited Mrocedura. guidance and introducing new too.s such as forma.ised .etters of 
consent, conci.iation mechanisms, recognition of e.ectronic signatures and c.earer ru.es for 
non-traditiona. marks and ac%uired distinctiveness, the (egu.ations bring greater certainty 
and Mredictabi.ity to trademark Mrosecution and enforcement in leVicoL

A.though many Mractica. %uestions wi.. u.timate.y be reso.ved through SlPSYs aMM.ication of 
the new ru.es and future administrative and +udicia. Mrecedent, the (egu.ations reMresent 
a we.come modernisation of leVicoYs industria. MroMerty systemL lost imMortant.y, they 
Mrovide c.earer Mrocedures in areas that for years re.ied heavi.y on administrative Mractice 
and interMretation, he.Ming a.ign leVican trademark Mractice more c.ose.y with internationa. 
standards and the eVMectations of rights ho.ders oMerating in a g.oba. marketM.aceL
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/hi.e the new (egu.ations reMresent a signiEcant steM forward and Mrovide .ong-awaited 
guidance in severa. areas of trademark Mractice, they shou.d a.so be viewed as Mart of a 
broader Mrocess of modernisation rather than its Ena. stageL Trademark .aw and Mractice 
continue to evo.ve raMid.y in resMonse to techno.ogica. deve.oMments, new forms of branding, 
digita. commerce and changing consumer behaviourL

To ensure that leVico remains an attractive and eFcient +urisdiction for rights ho.ders, it 
wi.. be imMortant for the country to continue adaMting its industria. MroMerty framework to 
internationa. best Mractices and emerging trends in .eading +urisdictionsL Ingoing a.ignment 
with g.oba. standards not on.y enhances .ega. certainty for trademark owners, but a.so 
strengthens the comMetitiveness, Mredictabi.ity and overa.. effectiveness of the leVican 
industria. MroMerty systemL

Sn that sense, the new (egu.ations are both a we.come achievement and an imMortant 
foundation  for  future  deve.oMmentsL  Their  success  wi..  deMend  not  on.y  on  their 
imM.ementation by SlPS and the courts, but a.so on leVicoYs continued wi..ingness to 
modernise its .ega. framework in steM with the evo.ving needs of brand owners and 
innovators in an increasing.y g.oba. and digita. economyL

St remains to be seen in day-to-day Mractice, how these imMortant changes wi.. actua..y M.ay 
out now that these (egu.ations have come into forceL Their rea.-wor.d imM.ementation before 
SlPS wi.. undoubted.y warrant continued monitoring and wi.. sure.y give rise to future artic.es 
and materia.s as Mractica. eVMerience deve.oMsL

Sn the meantime, businesses, trademark owners and aMM.icants a.ike are encouraged 
to review their current E.ings and strategies in .ight of these reforms, ensuring time.y 
comM.iance whi.e remaining attentive to forthcoming guide.ines, criteria and administrative 
Mractices that SlPS is eVMected to Mub.ish very soonL

Santiayo PedroFa sanygatovpekro@a.olgAaresvm’

http://www.olivares.com.mx
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