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PARTNER

QUESTION Q204, 2008

|. ANALYSIS OF CURRENT LEGISLATION AND CASE LAW.

1) DOES YOUR NATIONAL LAW PROVIDE FOR LIABILITY FOR CONTRIBUTORY
INFRINGEMENT OF IPRS, IN RESPECT OF THE OFFERING OR SUPPLY OF MEANS
FOR WORKING AN INVENTION, FOR ENABLING ILLICIT COMMERCIAL USE OF A
TRADEMARK, FOR MAKING A COPYRIGHTED OR DESIGN PROTECTED PRODUCT,
ETC.

No

2) IF SO, IS IT A CONDITION FOR SUCH LIABILITY THAT THE MANS SUPPLIED ARE
ACTUALLY USED BY ANOTHER (THE PERSON SUPPLIED) FOR COMMITTING ACTS
AMOUNT TO DIRECT INFRINGEMENT OF THE IPR IN THE SAME COUNTRY (OR IN
ANOTHER COUNTRY WHERE THERE IS A CORRESPONDING IPR)? ARE THERE ANY
ADDITIONAL CONDITIONS THAT APPLY IN SUCH CASES?

NA

3) IFIT IS NOT A CONDITION FOR LIABILITY FOR CONTRIBUTORY INFRINGEMENT
THAT THE MEANS SUPPLIED ARE ACTUALLY USED BY ANOTHER (THE PERSON
SUPPLIED) FOR COMMITTING ACTS THAT AMOUNT TO DIRECT INFRINGEMENT IN
THE SAME COUNTRY (OR IN ANOTHER COUNTRY WHERE THERE IS A
CORRESPONDING IPR), IS IT THEN, OR THE OTHER HAND, A CONDITION FOR
SUCH LIABILITY, FOR EXAMPLE:

-that the means offered and/or supplied were suitable to be put into an
infringing use;

-that the means relate to an essential, valuable or central element in the
invention or product or service that constitutes direct infringement;

-that the means offered and/or supplied were actually intended for such use on
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the part of the person supplied;

-that the means offered and/or supply of the means, the suitability and
intended use were known to the supplier or were obvious under the
circumstances; or

-that, to the extent the means are staple commercial products, the supplier
induces the person supplied to infringe directly?

4) ARE THERE OTHER CONDITIONS? PLEASE RESPOND SEPARATELY FOR PATENTS,
TRADEMARKS, DESIGNS, COPYRIGHT, ETC., IF THE RULES DIFFER FROM EACH
AREA OF IPR TO THE OTHER.

NA

5) ARE THE RULES CONCERNING CONTRIBUTORY INFRINGEMENT SET OUT IN THE
LAWS PROTECTING IPR?

NA

6) IF SUCH PROTECTION IS NOT SET OUT IN THE LAWS PROTECTING IPR, DOES IT
FOLLOW FROM GENERALLY APPLICABLE PRINCIPLES OF E.G. TORT LAW?

NA

7) WHAT ARE THE LEGAL CONSEQUENCES OF HOLDING AN ACT TO BE A
CONTRIBUTORY INFRINGEMENT OF AND IPR, IN PARTICULAR:

-can the IPR owner obtain injunctive relief to the same extent as in case of
direct infringement?

-can be IPR owner obtain damages and other compensation to the same extent
as in case of direct infringement, or only relative to the contributory infringer’s
contribution?

NA



[I. PROPOSALS FOR SUBSTANTIVE HARMONIZATION

The Groups are invited to put forward their proposals for adoption of uniform
rules, and in particular consider the following questions:

8) SHOULD MEASURES GENERALLY BE AVAILABLE AGAINST ACTS THAT QUALIFY
AS CONTRIBUTORY INFRINGEMENT OF IPR’S, AS DEFINED IN THESE WORKING
GUIDELINES?

Yes, at least in connection with patent and copyright law. Contributory
infringement rules referenced to trademarks law are unclear. Concerning
Copyright Law, contributory infringement is particularly urgent.

9) IF SO, WHAT SHOULD BE THE CONDITIONS FOR HOLDINGS AN ACT TO BE A
CONTRIBUTORY INFRINGEMENT OF AND IPR?

It should be no condition imposed at all. Contributory infringement should be
opened not only when a contributory infringer offers or supplies means to
perpetrable infringement, but also when induces or assists the direct infringes
to violate the law.

10) SHOULD THE CONDITIONS BE DIFFERENT FOR DIFFERENT KINDS OF IPRS?
WHY?

No. Rules just need to be broad enough to cover all array of possibilities.

11) WHAT SHOULD BE THE LEGAL CONSEQUENCES OF HOLDINGS AN ACT TO
AMOUNT TO CONTRIBUTORY INFRINGEMENT OF AN IPR, IN PARTICULAR?

-Should the IPR owner be able to obtain injunctive relief to the same extent as
in case of direct infringement?

Yes

-Should the IPR owner be able to obtain damages and other compensation to



the same extent as in case of direct infringement, or only relative to the contr
ibutory infringer’s condition?
Yes

12) SHOULD THE LEGAL CONSEQUENCES BE DIFFERENT FOR DIFFERENT KINDS OF
IPR? WHY?

No

13) DOES YOUR GROUP HAVE ANY OTHER VIEWS OR PROPOSALS FOR
HARMONIZATION IN THIS AREA?

SUMMARY

[/vc_column_text][vc_column_text css_animation="Ileft-to-right"]MEXICAN
PATENT, TRADEMARK AND COPYRIGHT LAWS DO NOT PROVIDE
CONTRIBUTORY INFRINGEMENT RULES, APPLICABLE IN CONNECTION WITH
THE OFFERING OR SUPPLY OF MEANS FOR WORKING INVENTIONS, ENABLING
THE USE OF TRADEMARKS OR MAKING WORKS OF AUTHORSHIP OR EVEN
INDUCING OR ASSISTING DIRECT INFRINGERS TO VIOLATE THE LAWS. THE
MEXICAN GROUP WOULD SUPPORT THAT PERTINENT IP LAWS ARE AMENDED
SO THAT MEASURES AND REMEDIES BECOME AVAILABLE AGAINST ALL
POSSIBLE ACTS THAT QUALIFY AS CONTRIBUTORY INFRINGEMENT, INCLUDING
THE INDUCEMENT AND ASSISTANCE FOR BREAKING THE LAW.

The scope of contributory infringement rules should be as broad as possible.
They should not only encompass patents, but should be extended to any other
rights, like copyrights, that might be violated when third parties carry indirect
acts of infringement. In Copyright Law, contributory infringement should not be
restricted to when third parties offer or supply tangible means to the direct
infringement to inflict a copyright infringement. Intermediary indirect
infringement has a special connotation and an importance, in particular when
the third parties induce or assist the direct infringes to violate the law. WIPO
treaty standards should be enhanced. Likewise, intermediary liability should be
balanced with a fair system of safe harbors protecting Internet intermediaries.



